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Tfade-marh—Registration o f a design under the Ind ian  Eegisiraiion Ac6,
Effect of—Iiidian Penal Code {Act X L V  of 1S60), ss, 47S, 482, iSS .

Ill India there is no system, of registration of trade-marks as in England.
All "we have here is the registration of a declaration of ownership as regards 
a  particular design under the Indian Registration Act which represents no
thing more than the opinion and claim of the declarant. I t  cannot be eqiiiv^- 
alent to registration of a trade-mark under the English Trade Marks Act.
The Indian Registration Act deals with documents and not with trade-marks.
A m ark in order to ba a trade-mark as defined in s. 478 of the Indian Penal 
Code must be “distinctive” in the sense of being “adapted to distinguish 
the goods of the proprietor of a trade-mark from those of other persons’’,

A mark which roerely describes the quality or origin of an article or 
is such as is commonly used in the trade to  denote goods of a particular kind 
is not “distinctive”. To determine whether a mark has become a trade 
mark, the Court has to  take into consideration the extent to which its user 
has rendered the mark in fact distinctive of the goods in question.

Swadeshi M ills Company, Lim ited  v. Juggi La i Kamlapat Cotton S p in 
ning and Weaving M ills Company, Lim ited  (1) and Juggi Lai Kamlapat v ,
Swadeshi M ills Company, Ltd. (2) referred to,

A surname is not often suitable for the purpose of a trade-mark.

In  Re ; Cadhuty Brothers (3) referred to.

Criminal Revision by the accused.

The material facts of the case and arguments in 
the Rule appear sufficiently from the judgment.

Suresh Chandra Talukdar and BhagiratJi Chandm  
Das for the petitioner.

^Criminal Revision, No. 542 o f  1937, against the order of S. M. Masjh)- 
Sessions Judge of Mymensingh, dated May 11, 1937, confirming th® order of 
K . P . Sen, Magistrate, F irst Class, Mymenshigh, dated Mar, S, 1937.

(1) (1926) I. L. R. 49 All. 92, (3) [1915] I Ch. 331
(2) (1928) I. L. R. 61 All. 182 ;

L, R .S 6 L  A. 1.



Narendra Kumar Basu and Sachinclra Kvm ar Rmj 
loix h'a& Sen foi the opposite party.

Asladiii dclv. milt.
K vm ir JJi.

Biswas J. The petitioner in this case has been
convicted, under ss. 4:82 and 486 of the Indian Penal 
Code for using a false trade-mark and selling goods 
marked with a counterfeit trade-mark. The trying 
Magistrate fined him Rs. 100 under each section, in 
default, sentenced him to simple imprisonment for 
three months. On appeal,, the learned Sessions 
Judge maintained the fine under s. 482 only, passing 
no separate sentence under the other section.

Both parties aj'e dealers in and manufacturers of 
umbrellas at Mymensingh. The complainant’s 
business is of over 25 years’ standing, while the 
accused is said to have been carrying on his business 
for 10 years- or so. The proseciition case is that the 
complainant manufactures three brands of umbrellas, 
which are all known in the market as “Ashvvini 
“C7i//dfi” after the name of the complainant 
Asliwini Kumar De. One of these brands bears a 
design printed on the inside, being exhibit 1 in the 
case, and it is this which the accused is charged with 
having infringed. The design consists of the picture 
of a swan holding a closed umbrella between its 
beaks in the centre, with the name “Sree Ashwini 
‘Tvumar De” in prominent type stretching over it 
like an arch from end to end, and the figure 8A4 (the 
letter "'A” overlapping the digits 8 and 4) on the top 
of it. Below in smaller type are the words ‘‘Mymen
singh Burra Bazar”,, while in the space between, in 
slightly smaller type, are the words “Trade Mark” 
and “̂ registry Number 964” in two lines, intercepted, 
in the middle by the figure of the swan, the first word 
of each line being on the left. The other two brands 
do not bear any such design, but simply the name 
‘̂Ashwini Kumar” and ‘‘Ashwini Kumar B e '  

respectively. The complainant claims the exclusive 
right to use these names also as a trade mark, but as
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already stated, the charge is in respect of the design, 
exhibit 1 only. The false trade-mark which the LoheNmhSen
petitioner is alleged to have used in colourable 
imitation of this design is on certain brands of 
umbrellas of his manufacture, of which exhibits- II sim m j.
to IV are samples. This offending mark also 
contains the figure of a swan, but holding an open 
umbrella in its mouth, with the name “’Sree Ashwini 
“Kumar Das” (and not Be) similarly arching orer it, 
surmounted by the figure ‘"84” (but Avithout the 
letter ‘'A” bet’ween 8 and 4, as in exhibit 1). Below 
are two lines, '‘proprietor Sree Loke Nath Sen"’ and 
‘’Mymensingh Chhota B dzdr'\ and there is also the 
word ‘“Trade” on one side of the swan and the word 
“Mark" on the other in the same line.
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Apart from the design, exhibit 1, the com
plainant’s umbrella also bears to the right o f the 
same an oval impression containing wdthin it the 
words “Ashwini Kumar De Marka” and the figure 
“964“’,̂ together with a warning to purchasers to note 
the number at the time of purchase. The figure 964, 
it may be explained, is the number under ŵ hich it 
appears the complainant had a declaration of 
ownership registered on August 23, 1926, under the 
Indian Registration Act in respect of the device in 
exhibit 1. The offending brand of the accused’s 
manufacture, exhibit II, also reproduces a similar 
oval design, only substituting the surname “Das” for 
“De'’ and the figure “965’’ for “964”. No signifi
cance is attributable at all to the figure “965” : the 
accused claimed at one stage that this was the 
number under which he had also “registered’' his 
mark, but failed to substantiate this as a fact.

The first question is, whether the device in 
exhibit 1 is a valid trade-mark. A trade-mark is 
defined in s. 478 of the Indian Penal Code as a 
mark used for denoting that the goods are the 
manufacture or merchandise of a particular person. 
This implies that the raark must be “distinctive” in
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the sense of being ‘“'adapted to distiiigiiisli the goods 
leke Nath Sen ^'of the proprietor of a trade-mark from those of 

other persons''. If a mark merely describes the 
quality or origin of an article, or is such as is 
comiiioniy used in the trade to denote goods of a 
particular kind, such a descriptive mark would 
obviously not be a distinctive mark. For this 
reason, it has been said that a surname is often not 
suitable for the purposes of a trade-mark; ag 
Neville J. very expressively puts it  in In  re ; Cadhimj 
Brothers AppUeation (1);

The right to the surname that a  inau uses is shared with every person 
who eieeta to use the same name, and consequently, he has got about as 
much monopoly in it as he has in the air that he breathes.

The device of a pictorial representation would 
obviously be more appropriate as a trade-mark, but 
it will still have to be ‘'distinctive’’.

In England, where there is a system of registra
tion of trade-marks under the Trade Marks Act 
(5 Edw. VII, c. 15), proof of such distinctiveness in a 
Court of law does not often present any difficulty. 
Where, however, as here, no such system exists, the 
question is one which falls to be determined by the 
Court itself on evidence. In India, all we have is 
registration of a declaration of ownership as 
regards a particular design under the provisions of 
the Indian Registration Act. Obviously, this is 
not and cannot be equivalent to registration of a 
trade-mark under the Trade Marks Act, The 
Indian Registration Act deals with documents, not 
with trade-marks. The declaration of ownership 
represents nothing more than the opinion and claim 
of the declarant. “In a country like India, where 
there is no statute for registering trade-marks' ,̂ it 
has, therefore, been said, “a right to a trade-mark 
is acquired by user”. See Swadeshi M ills Com- 
pmiij, Limited v, Juggi Lai Kamlapat Cotton

(1) [1915] 1 Ch. 331.



Spinnm g and Weacirifi MiUs Co?iipany, Lim ited  {1). 
confirmed on appeal by the Jiiclieial Committee in zoke xath sen 
JuQCji Lai Kamalapat Sicadeshl Mills Coirqjan-y, Ashkni 
Ltd. (2).
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It is clear, therefore, that the complainant in 
this case cannot rely merely on the fact of regis
tration of the declaration of ownership in support 
of his claim. It appears, however, to have been 
assumed here by the parties as also by the Courts 
that the fact of such registration would be sufficient 
to establish the complainant’s exclusive title to the 
trade-mark in respect of which such “registration” 
took place. The only point which the petitioner 
himself raised was that the complainant had no 
such exclusive right to the use of the name 
'‘Ashwini Kumar” , seeing that this name had not 
been similarly “registered”. On the assumption 
which was involved in this plea, the learned 
Sessions Judge had of course not much difficulty in 
disposing of it by simply pointing out that the 
name was a part of the design and as such was 
equally entitled to protection,

I do not think that the question which arose for 
determination in the case was. at all approached 
from the correct point of view. What the Court 
had to determine was whether the trade-mark 
claimed by the complainant was a distinctive mark, 
and for that purpose it had to take into co:psider- 
ation the extent to which its user had rendered the 
mark in fact distinctive of the goods in question. 
The evidence which the complainant actually gave 
was more that purchasers bought the umbrella accord
ing to the name than that it was bought according 
to the mark. He himself deposed that he had 
‘‘registered” the mark, that is, had registered a 
declaration of ownership in respect of it, and that

(1) (1926) I. L. K. 49 AU. 92. (2) (1928) I. L, R. 51 All. 182 ;
L. R. 561. A. 1.
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m'! Ills iiiiibrelia witli tliis trade-mark was known in the 
market as “Asliwini Ckdttd' ’ , and liis witnesses said 
tiiat they merely asked for ‘'Ashwini Chhdttd’' and

___ were supplied with umbrellas of tlie complainant's
Biswas j. manufacture. Onlv one witness, P. "W. 3, said:—

“I saw tlie name Ashwini printed on the umbrella. So I  thonght th a t 
it was a genuine Ashwini Chkdtd and purchased it. I have used Ashwtni 
Clihata before.”

P. W. 5 merely said that he remembered that 
the name of Ashwini and a swan were printed on a 
srenuine Ashwini Chhdttd. but did not rememberO
■what else was printed on it. Some dealers ŵ ere 
also examined on behalf of the complainant. One 
of these, P. W. 7, said;—

By Ashwini Chhdtd people mean the umbrella with Ashwini brand 
niaiiufactured by Ashwini Kumar De of Barhabazar, Mymensingh. I  do 
not know of any other brand of Ashwini Chhdtd in the market. People de- 
siroiis of purchasing AshwHni brand umbrella want x;s to give them Ashwini 
Chhdtd. They do not give us any other detail of the brand.

The next witness, P.W. 8, spoke to the same 
effect. P. Ws. 9, 10 and 11 merely stated that 
purchasers demanding Ashwini CliM ttd were given 
by them umbrellas of the complainant’s manufacture.

All this evidence may be good evidence of a trade
mark in the name "Ashwini C liM ta \  but not in the 
design, exhibit 1, which is the subject matter of the 
charge in this ease. Except the complainant him
self, none of his witnesses refer even to exhibit 1 in 
terms. P. W. 5 merely stating that he remembers 
that the name Ashwini and a swan are printed on a 
genuine Ashwini Chhdtd. In cross-examination 
the case was definitely put to the complainant that 
there were several brands of umbrellas in the market 
with the figure 84 and a swan in different postures. 
This he could not deny. This is what he said:—

Shown an umbrella with the trade-mark—84—Sree Ashwini Kumar 
Ghatak—a swan holding an open umbrella between its bills, the witness 
says ; I  have not seen aa  umbrella with similar brand in the market before 
this day”.
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A gain;—
Exiliibit 1(c) is an umbrella manufactured by Butto Kristo Paul and 

Sons. I  have also seen umbrellas manufactiu-ed by Ashutosh Paul. Its 
trade-n^ark also consists of the figure 84 and a swan holding an umbrella 
between its bills.

A gain:—
The trade-mark of Nagendra N ath Ghatak consists of his name and a 

swan holding an open umbrella between its bills.

The evidence clearly shows that the figure 84 and 
a svran are features which cannot be claimed as 
peculiar or special to any one brand of umbrella in 
the umbrella trade. It is difficult to see, therefore, 
how the complainant can claim exclusive title to 
exhibit 1 as a distinctive trade-mark. The founda
tion of his case failing, the further question as to 
whether the mark which the accused is alleged to be 
using is a colourable imitation of that of the com
plainant does not arise.

I need only add that I intimated to the parties 
that in view of the meagreness of the evidence on 
the record on what appeared to be the crux of the 
case I w’as willing to order a re-trial, but Mr. Basu 
on behalf of the complainant was not prepared to 
avail himself of this opportunity. On the mateiials 
on the record, therefore,, I have no other alternative 
but to make the Rule absolute, and set aside the con
viction and sentence passed on the petitioner. The 
fine, if paid, will be refunded.

1937 

Loke Nath Sen
V.

A sh u in i  
K um ar De.

B iswas J .

Rule absolute.
A. c. E. c.


