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Before Mr. Justice Niamat-uUah and Mr. Justice 
Rachhpal Singh

AirU2Q GANESPII L A L  AND OTHERS (P L A IN T IF F S) ANW AE 
- —  -----  KHAN MAHBOOB CO. ( D e f e n d a n t )

Specific Relief Act (I of 1S77), section 42— Suit for a negative 
dedaration— Declaration that defendant is not entitled to 
restrain plaintiff from using a particular trade mark, 
cdtliougli plaintiff does not claim it as his p>'i'operty— '‘Right 
to property” — Suit brought as counterhlast to criminal 
charge hy defendant of using false trade mark— Declaratory 
relief discretionary.

The defeiidan't brought a criminal charge, under sections 
482 and 486 of the Indian Penal Code, against the plaintiffs 
of having counterfeited and used his trade mark on hiris 
(cigarettes) manufactured and sold them. Thereuron the 
plaintiffs brought a suit for a declaration that they were 
entitled to use that particular mark and the defendant had 
no right to restrain 'them from doing so. The plaintiffs’ case 
was that neither they, nor the defendant, nor any one else 
had an exclusive right to the use of that mark, and the 
defendant’s case was tha't it was his exclusive trade mark. 
The question was whether such a suit was maintainable and 
wdiether such a relief should be granted.

Per R ach r pal  Sin g h , J .— As no exclusive right of property 
was claimed by the plaintiffs in the particular mark, the 
defendant had not infringed any “ property right”  of the 
X l̂aintiffs and the negative declaration sought by the plaint* ffs 
should, in the exercise of the discretion of the court dealing 
with declaratory suits, be refused. Moreoyer, the result of 
entertaining a suit of this description, filed on the heels of 
the criminal charge brought against the plaintiffs, would be 
to render the provisions of the Indian Penah Code nugatory 
■and pravent the owners of trade marks from seeking relief 
in aiiy but a civil court, although they have a choice of two 
;remed,ies open 'to, them.

 ̂ *Se3ond Appeal No. 1169 1931, from a decree of S. Nawab Hassn,
Subordinate Judge of AKgarh, dated the SOfcli of Jiily, 1931, reversing a, 
decree of Yudhijhtra Singh Galilautj Munsif of Aligarh, dated the 7th of 
:Mâ reh,'1931... ■



1933Per NiamaT'ULLAh:, J .— Ordinarily there can be no ob'eetion 
to a plaintiff seeking a declaration wliicli negatives the deieiid- GajteshsLal
ant’s right and in so doing affirms some right claimed by 
the plaintiff; a cloud is removed from the plaintiff’s own khan
title when the defendant’s alleged right is negatived. The 
position is not materiidly different where the right claimed 
by the defendant adversely affects the plaintiff’ s position in 
common \̂ ith tha't of others similarly situated. Where the 
effect of negativing a right claimed by the defendant is to 
directly or indirectly affirm a. right claimed by the plaintiff in 
common with others, a suit for a declaration tha't the defendant 
does not po î-:ess sucli right is maintainable.

Not only is the monopoly enjoyed by the proprietor of a 
trade mark a “ right to [property” , but the liherty to use a 
particular trade mark is equally a “ right to property” .

Having regard to the circumstances that the object of the 
suit was to stay or to influence the decision of the criminal 
case, that the suit was not a representative one framed under 
order J, rule 8 of the Civil Procedure Code, and that the 
criminal case having ended in an acquittal no immediate 
necessity existed for the relief sought, the declaration should, 
in the exercise of discretion, be refused.

Mr. P . L. Bmierji, for the appellants.

Dr. K. IV. Katfu, Messrs. iS'.Z. Dar, Mukhtaf Ahmad 
and Abdul Khalih', fc>r the respondents.

E a c h h p a l S in g h , J. This is a second appeal by 
the plaintiffs appellants arising out of a suit for a declara­
tion to the effect that the plaintiffs are entitled to use 
“ Chand Tara”  mark on bms (cigarettes) manufactured 
by them and the defendant v̂ -as not entitled to refrain 
them from using tins trade mark. They also claimed to 
recover Rs.200 as damages. The suit was decreed by 
the first court. The defendant preferred an appeal to 
the court of tfcie Subordinate Judge. He allowed the 
appeal and dismissed the suit of the plaintiffs. The 
plaintiffs have come up to this Court in second appeal.

The plaintiffs carry on the business of manufacturing* 
at Sihora in the Jubbulpur district. They have an 

agency in Aligarh disti'ict for the sale of these hiris.
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1933 Tlieir hiri packets bear tlie trade mark of “ Cliand Tara” , 
that is, crescent and star. The lower appellate court has 

V. found that the firm of the plaintiffs started their bnsiness
K sS  some time in 1927 and since then they have been using

^0'the abovementioned trade mark. The defendant has 
also been manufacturing him  at Jubbulpur since at 

sinf^^j 1919. Their packets also bear the trade mark of
’ “ Cband Tara” . The learned Subordinate Judge has also

found it established that there are in the market at least 
one dozen brands of hiris bearing “ Ghand Tara”  trade 
mark.

The defendant claimed to be exclusively entitled to 
use the aforesaid trade mark and lodged a complaint 
against the plaintiffs in the court of the City Magistrate 
■of I iucknow under sections 482 and 486 of the Indian 
Penal Code for infringing their trade mark. Thereupon, 
the plaintiffs instituted the present suit for declaration 
a.nd damages against the defendant.

The principal question for our consideration is whether 
the plaintiffs are entitled to the declaration claimed by 
them in these terms: “ The court may be pleased to
declare that the plaintiffs have got the right to use the 
trade mark and design ‘A ’ and that the defendants have 
110 right to restrain the plaintiffs using the same. ’ ’ I am 
o f  opinion that the court should not grant, in the exercise 
•of its discretion, the declaration prayed for. Section 42 
-of the Specific Eeliei Act provides that any person 
•entitled to any legal character, or to any right as to any 
property, may institute a suit against any person denying 
■or interested to deny his title to such character or right. 
Now, what do the plaintiffs ask? They ask that the 
•court should declare that they have the right to the use 
<of the trade mark o f “ Chand Tara” . In the plaint 
there is no suggestion, and no ssuch case has been made 
outj lhat the right to the useof the aforesaid trade mark 
is the “ exclusive right of property”  which they have 
iicgiiired to the exclusion of every one else. The



plaintiffs saj* that they use the trade mark of ' ‘ Chand 
Tara”  on their hiri packets. They are entitled to use G-'̂ teshi l .^  
this trade mark so lo n g  as they do not infringe the akwae 
rights of others. There is no necessity for them to ge'j maSoISco. 
a declaration that they have the right to the use of any 
particular trade mark. In India, under the law as it ,

. , EaeJihpal
stands now, every one has the right to use any kind of Smgii,j. 
trade mark he likes, so long as he does not infringe the 
right of others already acquired. The second prayer of 
tlie plaintiffs is that it be declared that the defendants 
have no right to restrain them from using the above- 
mentioned trade mark. This implies that the defendant 
lias no right to tbe trade mark which would he infringed 
by the plaintiffs using the same. In my opinion, a 
declaration of this kind should not be granted. In a 
Burma case in which the facts were very sirailar to the 
one before this Court, Mohammed Ahdul Kader v. Finlay 
Fleming and Go. {!) ,  Qukm, J., made the following 
•observations, with w^hich I entirely agree: “ It is foi
the person whose trade mark is infringed to complain of 
the infringement. Such a person has two remedies open, 
to him. He can file a complaint in a criminal court, or 
he can get an injunction from a civil court. He may 
t'hoose the former remedy as being the more expeditious.
Whatever his reasons may be, the choice is entirely his, 
and it is not for the person who is alleged to have infringed 
on his rights to dictate to the owner or proprietor of the 
trade mark what remedy he shall seek. In the case of a 
private prosecution in which o civil or quasi civil right 
is involved, a Magistrate, naturally and properly, is bound 
to stay his hands till a civil suit in which the same right 
is in question is adjudicated upon. The judgment of 
the civil court, whether binding or not?, can always be 
tendered in evidence in the criminal case. Tiie result of 
entertaining a suit of this description in which an 
extraordinary negative declaration is sought will he to 
render the provisions of the Indian Penal Code nugatory

(1) (1928) LL.R.,6Rang.,2&l (296).
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___Pc-nd prevent the owners of the trade marks from seeking
Gî NESHiLAL relief in any but a civil court. When the aggrieved party

Anwar files a complaint before a Magistrate, his opponent, by 
MAS?»‘onCo. simple expedient of a declaratory suit and at the 

trifling expense of ten rupees, can drag him out of the 
criminal court to the civil court.”  These remarks are

Rachnpal i- i i t •
Singh, j .  applicable to the case before us. In suits brought to obtain 

declarations under section 42 of the Specific Relief Act it 
is discretionary with the court to grant or refuse the relief 
and in every case the court will consider whether the 
relief should be granted having regard to the cir­
cumstances of each case. In the present case the 
plaintiffs ask for a sort of a negative declaration. It i:- 
not their case tliat they have an exclusive right to the 
use of the trade mark in question and that the defendanls 
have infringed that “ property right”  of theirs. As no 
right of the plaintiffs has been infringed by the 
defendants, the plaintiffs should not have the declaration 
claimed by them. It should be distinctly understood 
that I express no opinion on the rights of the parties as 
regards the use of the trade mark in question.

The plaintiffs also claimed to recover Rs.200 as 
damages. In my opinion, the claim for damages was 
entirely misconceived. The defendants lodged a complaint 
against the plaintiffs under sections 482 and 486 of the 
Indian Penal Code for infringing their exclusive trade 
mark. In connection with that complaint a sub- 
inspector visited the plaintiffs’ premises at Aligarh and 
seized 20 labels containing the “ Chand Tara”  emblem. 
In my opinion, this does not give any right to the 
plaintiffs to recover damages from the defendants. The 
sub-inspector simply carried out the orders of the court 
and it is difficult to see how any damages can be claimed 
from the defendants.

reasons given above T distniss the appe^ v̂ dth 
costs of the defendants in all the three courts.

^̂ lAMAT-TJLLAH, J. :— I agree with the oonclusions 
arrived at by my learned broi l̂ier, nam^y, that the court
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1933slioiild not, in the exercise of its cliscreticn, grant t lv '__
declaratory relief claimed by the plaintiffs. I desire, gaxeshi-Vj
however, to make it clear tiiat it is in the peculiar circiim ■ ^
stances of this case that I concur in the view that the khIs '
declaratory relief should be withheld. v̂Iahboobco.

My learned brother has detailed tlie cii'cumstances in 
which the plaintiffs instituted this declaratory suit. It 
is clear that their object was to injfiuence the decision of 
the criminal case brought against them by the defendant.
It is equally clear tt'at, according to the plaintiffs, no 
one lias any right to the use of the trade mark in question 
but that the defendant claims an exelusiYe right to use 
it. In other words, the defendant denies tlie right of the 
plaintiffs :ind every one else to use tiiat trade mark. II; 
is corninon ground that, besides the plaintiffs, tiere are 
others who are actually infringing the defendant’s alleged 
right to use tlie trade mark to the exclusiou of every one 
else. In the state of the pleadings arising from the 
necessities of a case framed as this one is, the plaintiffs 
are inviting the defendant to establish in the civil: court 
the right which ho (the defendant) claims, and after 
merely filing the plaint and thereby cliallenging the 
defendant’s right they adopt a defensive role. Cases 
sometimes arise in which the plaintiff does not so much 
desire to establish a positive right in himself but calls 
upon the defendant to establish the right set up by him 
which, if assumed to exist, would'affect the plaintiff’ s 
right. Ordinarily there can be no objection to a plaintiff 
seeking a declaration which negatives the defendant’ s 
right and in so doing affirms some right claimed by the 
plaintiff. Suits for a declaration that the defendant is 
not the adopted son of another whose heir, in the absence 
of adoption, the plaintiff admittedly is, or that the 
defendant is not the* owner of the land of which the 
plaintiff is a tenant, are familiar instances of negative 
declarations which a court niâ  ̂ well grunt. In sricli 
cases a cloud is removed from the plaintiff’s own title 
when the defendant’s alleged right is negatived.
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1933 _  The position is not, in mj' opinion, materially different 
where the right claimed by the defendant adversely affects
tile plaintiff’ s position in common with that of others

Khan similarly situated. I  see no reason why, i f  it is
M a h b o o b  C o . Q f j ^ g r w i s e  maintainable, a suit for a declaration that the 

defendant does not possess the right which he asserts 
N-kmiat- cannot lie. Where the effect of negativing a right
zillcih J o o o

claimed by the defendant is to directly or indirectly 
affirm a right claimed by the plaintiff in common with 
others, a suit for a declaration that the defendant does 
not possess such right is, in my opinion, maintainable. 
However the relief may be worded, tlie test is always the 
same, namely, whether the right claimed by the defendant 
implies a denial of the plaintiff’ s “ right as to any 
property”  or to some legal character.

If the defendant has the monopoly of the use of the 
trade mark in question, the plaintifL’ or any one else 
i".annot use it for advertising his own goods by adopting 
tile same trade mark. Indeed, in that case, using such 
a trad(s mark may amount to an offence. Where goods 
bearing a certain trade mark find a better market than 
otherwise, the right to use it is a profitable righ't. Th'ere 
can be no doubt that the monopoly enjoyed by the pro­
prietor of a trade mark is ' ‘right to property”  in view of 
the gain which accrues from the use of it. The liheriy 
to use the same trade mark is equally a “ right to 
property’ ’ for the same reason, namely that its use results 
in gain, the goods finding better market, and therefore 
more profit, though not to the same extent as in the case 
of a person having an exclusive right to use it. Cases are 
easily conceivable in which no one has the monopoly of 
using a particular trade mark, for instance, where the 
original proprietor has abandoned his exclusive right to 
use it. If, therefore, the defendant claims, falsely 
according to the plaintit, an exclusive right to use, a 
•certain trade mark, to the detriment of the plaintiff in 
common with others, who may be inclined to use it and 
make some profit through it, even though it may be only
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for a short time, tlie plaintiff is adversely affected. ____
Sooner or later the customers are likely to discover cu ôcski lai. 
tliat the trade mark affords no guarantee as regards 
a particular make. A person may in good faith believe ma^obCo. 
that lie is nt hfjerty to use a certain trade mai’k and 
vet does not wish to run the risk of facing a eriminal 
trial with all the inconvenience and expense involved 
in it- Before embarking on any extensive use of 
the trade mark in question, which may entail expendi­
ture, lie may have the defendant’ s pretended right 
examined in a court of law vath a view to ascertaining 
his own position. The court may, if the ends of justice 
so require, make a declaration whether the defendant has 
the right claimed by him, -which carries with it an 
implication for or against the plaintiff’ s liberty to use 
the same trade mark. At tlie same time, the relief dI 
declaration being in the discretion of the court, it may, 
in certain circumstances, refuse to grant it̂  even though 
it may he assumed that the defendant has no right. The 
suit may be dismissed on presentation of the plaint or 
after contest. It is, however, of importance to 
distinguish between a case which is not maintainable at 
all and one in which the court should not, in the exercise 
of its discretion, grant the relief prayed for by the 
plaintiff.

For the reasons discussed above, I am unable to 
subscribe to the broad view expressed by Chaei , J., in 
Mohmnmed Ahdul Kadcry. Finlmj Vleminq cmd Co. (1), 
that such a suit is not maintainable at all. But I am 
in agreement with him and with my learned brother that, 
in the circumsiances like those of this case, the court 
.should not grant the relief claimed by the plaintiffs.

It was alleged in the plaint that the defendant had no 
^exclusive right to use “ Ohand Tara”  as. Ihs trade mark, 
but that he claimed to have it and was prosecuting the 
•plaintiffs for an offence under sections 482 and 486 of the 
Indian Penal Code. The date on which the plaintiffs"

(I) (1928) I.L.R., 6 Bang., 29J.
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1033 cause of action accrued was given in the plaiu't as the date 
GaneshiLal on which the defendant filed his complaint in the criminal 

AmvAB court. The object obviously was to have the criminal
Mahboob Co. proceedings stayed pending the civil suit. This object

was not, however, attained. The criminal case ended 
Niamat couviction before the 'trying Magistrate but in acquittal
■uiiah,J. on revision before the Chief Court of Lucknow. It is,

common ground that the trade mark in dispute is being 
used by several other persons besides the parties to this 
case. Th'e defendant is claiming a right against every 
one else. The plaintiffs’ suit is not one framed under 
order I, rule 8 , of the Civil Procedure Code. Any 
judgment on the merits of the case will bind only the 
parties to this case, though the defendant will have to 
establish his right wdiether Iris adversaries are only thte 
plaintiffs or all those interested in the controversy. The 
immediate necessity which led the plaintiffs to institute- 
the suit no longer exists. It is fair to leave the defendant 
to choose liis own time and convenience for establishing 
his alleged right. ITe should have the liberty to implead 
as many persons in the suit as, according to him, deny 
or are interested in denying his alleged right. In all 
these circumstances, 1  concui- with my learned brother in 
holding that tbfe declaratory relief claimed by the 
plaintiffs should be refused, regardless of the merits o f 
the case.
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