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b y  t h e  l e a r n e d  M a g i s t r a t e  w h o s e  j u d g m e n t  e x p l a i n s  c l e a r l y  

w h y  i t  w a s  t h a t  h e  h e l d  t h e  c o m p l a i a t  t o  b e  f a l s e  a n d  d a c d u

v e x a t i o u s .  We t l i i n k  t h e r e  i s  n o  s u b s t a n c e  i n  t h i s  c o n t e n t i o n  pukj.a

n o r  i n  t h e  f u r t h e r  c o n t e n t i o n  t h a t  t h e  c o m p l a i n t  c a n n o t  b e  

s a i d  t o  b e  f a l s e  b e c a u s e  o n  t h e  f i r s t  h e a r i n g  o f  t h e  e y i d e n c e  

t w o  w i t n e s s e s  w e r e  f o u n d  t o  s u p p o r t  t h e  c o m p l a i n t .  T h e  

M a g i s t r a t e ’ s  o r d e r  w a s  c o n f i r m e d  o n  a p j ^ e a l  b y  t h e  S e s s i o n s  

J u d g e .  T h e r e  a r e  n o  l e g a l  g r o u j i d s  o n  w h i c h  w e  f e e l  c a l l e d  

u p o n  t o  i n t e r f e r e  i n  r e v i s i o n .

W e  d i s c h a r g e  t h e  r u l e .

R u l e  d i s c h a r g e d .

J ,  G . R .

ORIGINAL CIVIL.

Before Mr. Justice B . J . Wadia.

THE CALICO PRIN TERS ASSOClATIOlvr LIMITED ( P l a i o t i f i s )  I). GOSHO 1935

KABUSHIKI I<LAISHA LIMITED ( D e b t e n d a n t s ) . *  Septeniber 25

Indian Patenis and Dasigns Act { II of 1911), section 53—̂ Piracy of registered deaignr— 
limmhj of aggrieved party— Bight to recover actual damages or htmp sum damagas 
prescribed muhr the Act— Alternative claim—Plainiiffs’ liahiliiy to elect remedij.

The Patents and Designs Act is an Act the provisions of which, are exha\istive both 
as regards the rights of parties whose registered designs have been pirated and as to 
their remedies. Section 53 of the Act deals with piracies of registered designs, and 
the remedies given hy sub-aection {2) of tha t section are disjunctive and not cumu­
lative. A person chiiming reliefs xmder section 53 (2) of tha t Act must elect between 
the two distinct remedies provided therein, viz., (1) an account of the profits made 
by the defendant by the use of the plaintiffs’ design by way of damages, or (2) the 
payment of a sum of Bs. 1,000 which is the maximum amovmt recoverable for the 
pijfacy of one registered design. The plaintiffs must make this election before the 
defendants are called upon to file their written statement.

Su it  f o r  a n . i n j u n c t i o n  a n d  f o r  d a m a g e s  u n d e r  s e c t i o n  5 3  

o f  t h e  P a t e n t s  a n d  D e s i g n s  A c t  f o r  p i r a c y  o f  a  r e g i s t e r e d  

d e s i g n .  T h e  C a l i c o  P r i n t e r s  A s s o c i a t i o n  L t d .  ( p l a i n t i f f s )  

w e r e  t h e  r e g i s t e r e d  p r o p r i e t o r s  u n d e r  t h e  P a t e n t s  a n d

='‘0 . C. J . Suits Nos. 1141 of 1936 and 979 of 1935.



D e s i g n s  A c t  ( I I  o f  1 9 1 1 )  o f  a  c e r t a i n  d e s i g n  p r i n t e d  o n  t l i e i r  

Oa i-ic o  t e x t i l e  p i e c e  g o o d s .
.I'laSTEKS

T l i e  d e f e n d a n t s  ( G o s l i o  K a b i i s l i i k i  K a i s h a  L i m i t e d )  im ~  

^v. p o r t e d  i n t o  B o m b a y  l a r g e  r a i m i b e r  o f  c a s e s  o f  J a p a n e s e  

Kaisu sh iiS L n > .  p i e c e  g o o d s  L a v i n g  i m p r i n t e d  t l i e r e o n  a  d e s i g n  i d e r i , t i c a l  w i t h  

t k e  p l a i n t i f f s ’ r e g i s t e r e d  d e s i g n s .

T l i e  p l a i n t i f f s  f i l e d  t w o  s e p a r a t e  s u i t s  a g a i n s t  t k e  

d e f e n d a n t s  p j ’a y i n g  f o r  t h e  f o l l o w i n g  r e l i e f s  : ( 1 )  f o r  a n  

i n j i m c t i o n  r e s t r a i n i n g  t h e  d e f e n d a n t s  f r o m  w r o n g f i d l y  u s i n g  

t l i e i r  r e g i s t e r e d  d e s i g n  i n  a n y  m a n n e r  w h a t e v e r  ; ( 2 )  f o r  a,n  

a c c o i i n , t  o f  t h e  p r o f i t s  m a d e  b y  d e f e n d a a i t s  b y  t h e  s a l e  o f  

g o o d s  b e a r i n g  t h a t  d e s i g n ,  o r  i n  t h e  a l t e r n a t i v e  ( 3 )  f o r  
d a m a g e s ,  a n d  i n  t h e  f u r t h e r  a l t e r n a t i v e  ( 4 )  f o r  a  s u m  o f  

R s .  1 , 0 0 0  u n d e r  t h e  p r o v i s i o n s  o f  s e c t i o n  5 3  { 2 )  ( b )  o f  t h e  

P a t e n t s  a n d  .D e s i g n s  A c t .

B e f o r e  f i l in ,g  t h e i r  w i t t e n  s t a t e m e n t s  i n  b o t h  t h e  s u i t s ,  

t h e  d e f e n d a n t s  t o o k  o u t  a  C h a , m b e r  s u m m o n s  i n  b o t h  t h e  

s u i t s  c a l l i n g  u p o n  t h e  p l a i n t i f f s  t o  e l e c t  w h e t h e r  t h e y  c l a i m e d  

f r o m  t h e  d e f e n d a n t s  ( 1 )  a n  a c c o u n t  o f  p r o f i t s  o r  ( 2 )  d a m a , g e s

o r  (3 )  a  s u m  o f  E ,s .  1 , 0 0 0 .  T h e y  a l s o  a s k e d  f o r  a n  o r d e r

e a l l i j i g  u p o n  t h e  p l a i n t i f f s  t o  a m e n d  t h e i j  p l a i n t s  i n  b o t h  

t k e  s u i t s  i n  a c c o r d a n c e  w i t h  t h e  e l e c t i o n  t h e y  m i g h t  m a k e

a s  t o  t h e  r e l i e f s  c l a i m e d  b y  t h e m .

. T h e  p l a i n t i f f s  c o n t e n d e d  t h a t  t h e  d e f e n d a n t s  w e r e  n o t  

e n t i t l e d  t o  a s k  t h e  p l a i n t i f f s  t o  n i a . k e  t h e  e l e c t i o n  a t  t h a t  

s t a g 'e  a n d  t h a t  t h e  p l a i n t i f f s  w e r e  e n t i t l e d  t o  w a i t  t i l l  t h e  

h e a r i n g  o f  t h e  s u i t  t o  m a k e  t h e i r  e l e c t i o n  a s  t o  t h e  r e l i e f s  

c l a i m e d  b y  t h e m .

T h e  s u n i m o n s e s  w e r e  h e a r d  b y  B .  J .  W a d i a  J .

N. P. E ngineer/w i t h .  KmnetJi M el. Kemp, A d v o c a t e  

G e n e r a l / f o r  t h e  p l a i n t i f f s .

M, L. ManeksJia, w i t h  Jamshed Kanga^ f o r  t h e  
d e f e n d a n t s .

^16 mDIAJsr LAW REPORTS [1S37;



J ,  Wadia J .  T h e  p l a i n , t i f f s  a r e  t l i e  r e g i s t e r e d  

p ro p rie to rs  i m c l e r  t h e  I n d i a n  P a t e n t s  a n d  D e s i g n s  A c t ,  I I  Cauco 
o f  1 9 1 1 ,  o f  a  c e r t a i n  d e s i g n  p r i n t e d  o n  t e x t i l e  p i e c e  g o o d s  assooiatiom  

b e a r i n g  N o .  3 4 6 8 1  a n d  d u l y  r e g i s t e r e d .  T h e y  a l l e g e  t h a t  t h e  

d e f e n d a n t s  i n  t h e  t w o  s u i t s  r e s p e c t i v e l y  h a v e  i m p o r t e d  i n t o  

B o n ] . b a y  a  l a r g e  n u m b e r  o f  c a s e s  o f  J a p a n e s e  p r i n t s  h a v i n g  

i m p r i n t e d  t h e r e o n  w i t h o u t  t h e  p l a i n t i f f s ’ l i c e n s e  o r  c o n s e n t  

a  d e s i g n  w h i c h  i s  i d e n t i c a l  w i t h  a n d / o r  a  f r a u d u l e n t  o r  
o b v i o u s  i m i t a t i o n  o f  t h e  p l a i n t i f f s ’ r e g i s t e r e d  d e s i g n .

P l a i n t i f f s  h a v e  a c c o r d i n g l y  f i l e d  t h e s e  s u i t s ,  p r a y i n g  f o r  a n  

i n j u n c t i o n  a g a i n s t  t h e  d e f e n d a n t s ,  a n d .  i n  a d d i t i o n  t h e y  

h a v e  a s k e d  t h a t  t h e  d e f e n d a n t s  m a , y  b e  o r d e r e d  t o  r e n d e r  a n  

a c c o u n t  o f  t h e  p r o f i t s  m a d e  b y  t h e m  f r o m  s a l e s  o f  t h e  g o o d s  

b e a r i n g  t h e  s a i d  d e s i g n ,  o r  i n  t h e  a l t e r n a t i v e  t o  p a y  d a m a g e s ,  

o r  i n  t h e  f a r t h e r  a l t e r n a t i v e  t o  p a y  t h e  s u m  o f  R s .  1 , 0 0 0  

u n d e r  t h e  p r o v i s i o n s  o f  s e c t i o n  5 3  ( 2 )  (ct) o f  t h e  A c t ,  T h e  

s u i t s  w e r e  f i l e d  o n  J u l y  1 8  a n d  J u n e  2 6 ,  1 9 3 5 ,  r e s p e c t i v e l y ,  

b u t  t h e  s u m m o n s  i n  t h e  l a t e r  s u i t  w a s  t a k e n  o u t  a  f e w  d a y s  

e a r l i e r  t h a n  i n  t h e  o t h e r .  T h e  p o i n t s  i n v o l v e d  i n  t h e  t w o  

s u m m o n s e s  a r e  s u b s t a n t i a l l y  t h e  s a m e ,  a n d  t h e y  h a v e ,  

t h e r e f o r e ,  b e e n  h e a r d  t o g e t h e r .  T h e  s u m m o n s  h a s  b e e n  

t a k e n  o u t  b y  t h e  d e f e n d a n t s  i n  e a c h  o f  t h e  t w o  s u i t s  c a l l i n g  

u p o n  t h e  p l a i n t i f f s  t o  e l e c t  w h e t h e r  t h e y  c l a i m  f r o m  t h e  

d e f e n d a n t s  a n  a c c o u n t  o f  t h e  p r o f i t s  m a d e  b y  t h e  d e f e n d a n t s  

f r o m  s a l e s ,  o r  d a m a g e s ,  o r  p a y m e n t  o f  t h e  s u m  o f  R s .  1 , 0 0 0 ,  

a n d  f o r  a n  o r d e r  t h a t  u n t i l  s u c h  e l e c t i o n  i s  m a d e  a l l  f u r t h e r . 

p r o c e e d i n g s  i n  t h e  s u i t s  m a y  b e  s t a y e d .

I n  b o t h  t h e s e  s u i t s  p l a i n t i f f s  a p p l i e d  b y  n o t i c e s  o f  m o t i o n  

f o r  a n  i n j u n c t i o n  a g a i n s t  t h e  d e f e n d a n t s  r e s p e c t i v e l y .  A n  

i n t e r i m  i n j u n c t i o n  w a s  f i r s t  g r a n t e d  o n  a n  e x  p a r t e  a p p l i c a t i o n  

m a d e  b y  t h e  p l a i n t i f f s ,  a n d  o n  t h e  d e f e n d a n t s  s u b m i t t i n g  

t o  a n  i n j u n c t i o n  a t  t h e  h e a r i n g  o f  t h e  n o t i c e  o f  m o t i o n  i n  

t e r m s  o f  p r a y e r  ( a ) ,  b u t  l i m i t e d  t o  B r i t i s h  I n d i a ,  t h e  i n t e r i m  

i n j u n c t i o n s  w e r e  c o n f i r m e d .  T h e  d e f e n d a n t s  i n  e a c h  s u i t  

h a v e  b e e n  s e r v e d  w i t h  t h e  w r i t  o f  s i i m m o n s ,  b u t  t h e y  h a v e  

n o t  y e t  f i l e d  t h e i r  w r i t t e n  s t a t e m e n t s ,  a s  t h e y  s a y  t h a t
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t h e y  a r e  e m b a i T a s s e d  in f i l i n g  t h e i r  d e f e n c e ,  u n t i l  t h e y
C a l ic o  k i i o w  w h i c J i  o f  t h e  a l t e r x i a t i v e  r e l i e f s  c l a i m e d  in, t h e  s u i t s

JjJ S
A ssociation- t h e  p l a i n t i f f s  W i U lt  t o  a d o p t .

I t  i s  p r o v i d e d  b y  s e c t i o n  5 3  { 1 )  o f  t h e  A c t ,  u n d e r  t h e

K a S S i l ™ .  l i e a d i n g  ‘ ' L e g a l  P r o c e e d i n g s t h a t  d u r i n g  t h e  e x i s t e n c e

„  .  o f  a  c o i j v r i e h t  i n  a  r e a i s t e r e d  d e s i g n  i t  s h a l l  n o t  b e  l a w f u lii. J. W a d i a J ,  i j  ^  1 • .1 p
f o r  a n y  p e r s o n ,  t o  a p p l y  t h e  d e s i g n  o r  a n  n n i t a , t i o n  t n e r e o i  o r

c a u s e  i t  t o  b e  a p p l i e d  t o  g o o d s  e x c e p t  w i t h  t h e  l i c e n s e  o r  

w r i t t e n  c o n s e n t  o f  i t s  r e g i s t e r e d  p r o p r i e t o r ,  o r  t o  h a v e  t h e  

g o o d s  s o l d  w i t h o u t  s u c h  l i c e n s e  o r  c o n s e n t .  S e c t i o n  5 3  { 2 )  

( a )  p r o v i d e s  t h a t  i f  a n y  j^ e r s o n  a c t s  m  c o n t r a v e n t i o n  o f  t h e  

s e c t i o n ,  h e  w ^ill b e  l i a b l e  t o  p a y  t o  t h e  r e g i s t e r e d  p r o p r i e t o r  

o f  t h e  d e s i g n  a  s u m  n o t  e x c e e d i n g  R s .  5 0 0  f o r  e v e r y  c o n -  

t r a v e i i t i o n ,  r e c o v e r a b l e  a s  a  c o n t r a c t  d e b t ,  p r o v i d e d  t h a t  
t h e  s u m  s o  r e c o v e r a b l e  d o e s  n o t  i n  t h e  a g g r e g a t e  e x c e e d  

E s .  1 , 0 0 0 .  U n d e r  s e c t i o n  5 3  ( 2 )  ( b )  a  r e g i s t e r e d  p r o p r i e t o r  

c a n ,  i n  t h e  a l t e r n a t i v e ,  i f  h e  s o  e l e c t s ,  b r i n g  a  s u i t  f o r  t h e  

r e c o v e r y  o f  d a m a g e s  f o r  a n y  c o n t r a v e n t i o n  o f  t h e  s e c t i o n  

a n d  f o r  a n  i n j u n c t i o n  a g a i n s t  t h e  r e p e t i t i o n  t h e r e o f .  T h e  
t w o  c l a u s e s  a r e  d i s j u n , c t i v e ,  a n d  t h e  p r o v i s i o n s  a r e  b a s e d  

o n  s e c t i o n  6 0  o f  t h e  E n g l i s h  P a t e n t s  a n d  D e s i g n s  A c t  o f  

1 9 0 7 ,  b e i n g  7  E d w .  VII, c h a p t e r  2 9 .  U n d e r  t h e  e a i ’l i e r  

E n g l i s h  A c t  o f  1 8 8 3  c a l l e d  t h e  P a t e n t s ,  D e s i g n s ,  a n t i  T r a d e  

M a r k s  A c t ,  4 6  &  4 7  V i c .  c h a p t e r  5 7 ,  i t  w a s  p r o v i d e d  b y  

s e c t i o n  5 8  t h a t  d u r i n g  t h e  e x i s t e n c e  o f  a  c o p y r i g h t  i n  a n y  
d e s i g n  i t  s h o u l d  n o t  b e  l a w f u l  f o r  a n y  p e r s o n  t o  c o n t r a v e n e  

t h e  s e c t i o n  w i t h o u t  t h e  l i c e n s e  o r  w r i t t e n  c o n s e n t  o f  t h e  

r e g i s t e r e d  p r o p r i e t o r ,  s n d  t h a t  w h o e v e r  a c t e d  i n  c o n t r a v e n ­

t i o n  s h o n l d  b e  l i a b l e  f o r  e v e r y  o f f e n c e  t o  f o r f e i t  a  s i n n  n o t  

e x c e e d i n g  £ 5 0  t o  t h e  r e g i s t e r e d  p r o p r i e t o r  w h o  m i g h t  r e c o v e r  

s u c h  s u m  a s  a  s i m p l e  c o n t r a c t  d e b t  b y  a c t i o n  i n  a n y  C o n r t  

o f  c o m p e t e n t  j u r i s d i c t i o n .  I t  w a s  p r o v i d e d  b y  s e c t i o n  5 9  

o f  t h e  s a m e  A c t  t h a t ,  n o t w i t h s t a n d i n g  t h e  r e m e d y  g i v e n  b y  

s e c t i o n  5 8  f o r  t h e  r e c o v e r y  o f  t h e  p e n a l t y ,  t h e  r e g i s t e r e d  

p r o p r i e t o r  o f  a n y  d e s i g n  m i g h t  ( i f  h e  e l e c t s  t o  d o  s o )  b r i n g  

a n  a c t i o n  f o r  t h e  r e c o v e r y  o f  d a m a g e s  a s  p r o v i d e d  i n  t h e
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s e c t i o n .  I n  t l i e  s t a t u t e  o f  1 9 0 7  t h e s e  t w o  s e c t i o n s  a r e  ^
G o n i b i n e d  i n t o  o n e  s e c t i o n j  v i z . ,  s e c t i o n  (jO , w i t h  c e r t a i n  C a lic o

c h a n g e s .  U n d e r  i t  t h e  r e g i s t e r e d  p r o p r i e t o r  c a n  r e c o v e r  

t h e  s u m  o f  £ 5 0  f o r  e a c h  c o n t r a v e n t i o n  o f  t h e  s e c t i o n ,  b u t  

t h e  t o t a l  s u m  r e c o v e r a b l e  s h a l l  n o t  e x c e e d  £ 1 0 0 ,  o r  i n  t h e  

a l t e r n a t i v e  t h e  r e g i s t e r e d  p r o p r i e t o r  c a n  b r i n g  a  s u i t  f o r  — -

r e c o v e r y  o f  d a m a g e s  f o r  s u c h  c o n t r a v e n t i o n  a .n d  f o r  a n  

i n j u n c t i o n  a g a i n . s t  i t s  r e p e t i t i o n .  A s  ], l i , a v e  s a i d  b e f o r e ,  t h e  

p r o v i s i o n s  o f  s e c t i o n  5 3  o f  t h e  I n d i a n  A c t  o f  1 9 1 1  a r e  b a s e d  

o n  s e c t i o n  6 0  o f  t h e  E n g l i s h  A c t  o f  1 9 0 7 .  T h e  t w o  p a r t s  

o f  s e c t i o n  5 3  a p p l y  t o  t w o  d i s t i n £ ‘i  r e m e d i e s ,  o n e  f o r  t h e  

p a y m e n t  o f  t h e  s u m  o f  m o n e y  m e n , t i o i ] . e d  i n  i t ,  a n d  t h e  o t h e r  

b y  w a y  o f  d a m a g e s  a n d  i n j u n c t i o n .

I t  i s  c l e a r  t h a t  t h e  p r o v i s i o n s  o f  s e c t i o n  5 3  o f  t h e  I n d i a n  

A c t  a p p l y  t o  t h e  t w o  s u i t s  f i l e d  b y  t h e  p l a i s i t i f f s  a g a i j i s t  t h e  

d e f e n d a n . t s .  T h e  q u e s t i o n s  w h i c h  a r i . s e  f o r  c o ' n s i d e r a t i o n  

a r e :  ( 1 )  A r e  t h e  p l a i n t i f f s  b o u n d  t o  e l e c t  t h e i r  r e m e d y ? ,

( 2 )  b e t w e e n  w h i c h  r e m e d i e s  m u s t  t h e  e l e c t i o n  b e  m a d e ? ,  

a n d  ( 3 )  w h e n  m u s t  t h e  e l e c t i o n  b e  m a d e  ?

W i t h  r e g a r d  t o  t h e  f i r s t  q u e s t i o n ,  t h e  d e f e n d a n t s  o o n t e n , d  

t h a t  t h e  A c t  h a s  c r e a t e d  c e r t a i n  r i g h t s  a n d  l i a b i l i t i e s  n o t  

e x i s t i n g  a t  c o m m o n  l a w ,  a n d  h a s  a ls c s  g i v e n  c e r t a i j i  r e m e d i e s ;  

t o  t h e  r e g i s t e r e d  p r o p r i e t o r  o f  t h e  d e s i g n  t o  e n f o r c e  t h o s e  

r i g h t s ,  t h a t  t h e  A c t  i s  e x h a u s t i v e  b o t h  a s  r e g a r d s  t h o s e  r i g h t s  

a n d  r e m e d i e s ,  a n ,c l t h a t  a s  n e w  o b l i g a t i o n s  a i e  c r e a t e d  a n d  

s p e c i a l  r e m e d i e s  p r o v i d e d  b y  t h e  s t a t ^ i t e  f o r  e n f o r c i n g  t h e m ,  

s e c t i o n  5 3  m u s t  b e  l o o k e d  u p o n  a s  f o r m i n g  a  s o r t  o f  s e l f -  

c o n t a i n e d  c o d e  o f  p r o c e d u r e  o n  t h e  s u b j e c t ,  a n d  t h a t  t h e r e  

a r e  n o  m e a n s  o f  r e c o v e r y  o t h e r  t h a n  t h e  s p e c i f i c  m e a n s  

m e n t i o n e d  i n  t h e  s e c t i o n  i t s e l f .  I  d o  n o t  t h i n k  i t  i s  d i s p u t e d  

t h a t ,  t h e  n a t u r e  o f  t h e  s t a t u t e  b e i n g  a s  I  h a v e  d e s c r i b e d  i t ,  

t h i s  i s  t h e  o n l y  t r u e  o o n s f c r u c t i o n  o f  s e c t i o n  5 3  ; s e e  H a l s b u r y j  

V o l u m e  X X V I I ,  p a r a g r a p h s  3 7 0  a n d  3 7 3  a t  p a g e s  1 8 8 - 1 9 0 .

S e c t i o n  5 3 ,  t h e r e f o r e ,  b e i n g  a  s e l f - c o n t a i n e d  c o d e  i n  i t s e l f ,  

a n d  t h e  t w o  p a x t s  o f  s e c t i o n  5 3  ( 2 )  b e i n g  c l e a r l y  d i s j i i n c t i v e
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a s  I  l i a v e  s a i d  b e f o r e ,  t l i e r e  i s  n o  d o u b t  t h a t  t h e  p l a i n t i f f s  

Ca l ic o  a r e  p i i t  t o  t b e i i  e l e c t i o n .
P r in t e b s  ^ .

p r a y e r s  o f  t h e  t w o  s u m m o n s e s  a r e  n o t  e x a c t l y  a l i k e ,  

b u t  i n  e f f e c t  t b e  d e f e n d a n t s  a s k  t h a t  t h e  p l a i n t i f f s  m a y
OrOSHO "

k a b u s h v k iL td . b e  o r d e r e d  t o  e l e c t  e i t h e r  f o r  a n  a c c o u n t  o f  t h e  p r o f i t s  m a d e  

B  j T m i i l i a  j .  b y  t h e  d e f e n d a n t s  o r  t h e  p a y m e n t  o f  d a m a g e s  o r  t h e  p a y m e n t  
o f  t h e  s u m  o f  R s .  I5OOO. A  q u e s t i o n  w a s  r a i s e d  in t h e  

c o u r s e  o f  t h e  a r g u m e n t  w h e t h e r  i n  t h e  e v e n t  o f  t h e  p l a i n t i f f s  

e l e c t i n g  t o  r e c o v e r  o n l y  t h e  s u m  o f  R s .  1 , 0 0 0  u n d e r  t h e  

A c t  t h e y  , w o u l d  b e  p r e c l u d e d  f r o m  c l a i m i n g  a n d  g e t t i n g  

a n  i i v j u n c t i o n  a l s o  a l o n g  w i t h  t h a t  s u m .  P l a , i n t i f f s ’ c o u n s e l  

c o n t e n d e d  t h a t  t h e  r e m e d y  b y  i n j u n c t i o n  f o r  t h e  i n f r i n g e m e n t  
o f  a  r i g h t  t o  p r o p e r t y  w a s  o p e n  t o  t h e  p e r s o n  w h o s e  r i g h t  

w a s  i n f r i n g e d ,  e v e n  i f  s u c h  r i g h t  w a s  c r e a t e d  b y  s t a t u t e ,  

u n l e s s  t h e  s t a t u t e  e x p r e s s l y  o r  b y  n e c e s s a r y  i n i p l i c a t i o n  
e x c l u d e d  t h e  e q u i t a b l e  r e m e d y .  H e  r e l i e d  o n  C o o p e r  v .  

W h i U m g J i a m , ( ^ ' >  e s p e c i a l l y  o n  t h e  o b s e r v a t i o n s  o f  J e s s e i  

M .  E .  a t  p p .  5 0 6 - 5 0 7 .  T h a t  w a s  a  c a s e  u n d e r  t h e  E n g l i s h  

C o p y r i g h t  A c t  o f  1 8 4 2 ,  a n d  t h e  s u i t  w a s  f o r  a n  i n j u n c t i o n  

a g a i n s t  a n  A m e r i c a n  f i r m  o f  p u b l i s h e r s  f r o m  i m p o r t i n g  
i n t o  E n g l a n d  f o r  s a l e  a n d  f r o m  s e l l i n g  o r  r e t a i n i n g  i n  

p o s s e s s i o n  c o p i e s  o f  a  p e r i o d i c a l  p u b l i c a t i o n  i n  w h i c h  p l a i n t i f f s  

h a d  a  c o p y r i g h t .  T h e  l i a b i l i t y  f o r  t h a t  o f f e n c e  i s  m e n t i o n e d  

i n  s e c t i o n  1 7  o f  t h e  A c t ,  v i z . ,  f o r f e i t u r e  o f  t h e  o f f e n d i i i g  

p u b l i c a t i o n ,  p a y m e n t  o f  £ 1 0  a s  p e n a l t y  f o r  e a c h  o f f e n c e ,  

a n d  a  p a y m e n t  o f  d o u b l e  t h e  v a k i e  o f  t h e  f o r f e i t e d  c o p i e s  

o f  t h e  p u b l i c a t i o n .  T h e r e  i s  n o  s p e c i f i c  p r o v i s i o n  i n  t h a t  

s t a t u t e  f o r  a n  i n j u n c t i o n ,  a n d  i t  w a s  h e l d  t h a t  a,n . i n  j u n c t i o n  

c o u l d  b e  g r a n t e d  a s  a n  e q u i t a b l e  r e m e d y  i n  a i d  o f  t h e  

s t a t u t o r y  r e m e d y .  I n  S t e v e n s  v .  G h o w n  ; S t e v e n s  v .  G l a r h , ( ^ )  

w h i c h  w a s  a  c a s e  u n d e r  t h e  S i d m o u t h  M a r k e t  A c t  o f  1 8 3 9  
a s  a m e n d e d  b y  t h e  S i d m o u t h  M a r k e t  A c t  o f  1 8 4 6 ,  i t  w a s  

h e l d  b y  F a r w e l l  J .  t h a t ,  w h e r e  a  s t a t u t e  p r o v i d e d  a  p a r t i c u l a r  

r e m e d y  f o r  t h e  i n f r i n g e m e n t  o f  a  r i g h t  t o  p r o p e r t y  thereby 

c i e a t e d ,  a n  i n j u n c t i o n ,  c o u l d  b e  g r a n t e d ,  t o  r e s t r a i n  t h e  

<̂5 (1880) 15 Cli. :D. 501. W |;i90l] 1 Cli. 894,
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B. J . Wadia J .

infringem ent of the newly created lig lit, unless tlie statute  
cieatin,g t h e  right h a d  provided a rem edy w h i c h  it  e n a c t e d  ■

■ s h o u l d  be-the only rem edy for the infringement. Reference associatiw 
was also m ade to the judgm ent o f Buckley J. in Attorn&j v. '
Gemral v . Ashborne Eecrmtion Ground Company,w  which KxS^smmhri> 
was a case under the Public H ealth  Act o f 1875. On the  
other hand there is the case o f Devonport Gorpomtion t .
TozerA '̂  ̂ In  that case the by-law s inider the same Act o f  
1875 provided for a penalty to be recovered by summary 
proceedings, and it  was held b y  Joyce J. that the local 
authority could n o t  enforce the right by injunction, and  
that the only rem edy was that provided by the satute, on 
t h e  g r o u n d  t h a t  t h e  right a s  w e l l  as t h e  r e m e d y  w e r e  p u r e l v  

a c r e a t u r e  o f  t h e  s t a t u t e .  C o u n s e l  also r e f e r r e d  t o  Titus 
Astle Ld. V .  M a n s f i e l d , in which there was a claim  
f o r  i n j u n c t i o n  a n d  d a m a g e s  o r  p e n a l t y  a n d  d e l i v e r y  u p  o f  

t h e  o f f e n d i n g  a r t i c l e s  a n d  c o s t s .  P l a i n t i f f s  i n  t h a t  c a s e  w e r e  

p u t  t o  t h e i r  e l e c t i o n  b e t w e e n  t h e  d a m a g e s  a n d  t h e  p e n a l t y  

c l a i m e d ,  b u t  t h e  i n j u n c t i o n  w a s  a l l o w e d  t o  r e m a i n .  T h a t  

w a s  a  c a s e  u n d e r  t h e  P a t e n t s ,  D e s i g n s  a n d  T r a d e  M a r k s  

A c t  o f  1 8 8 3 ,  w h i c h  m a k e s  n o  m e n t i o n  o f  t h e  r e m e d y  b y  

i i p u n c t i o n .  W h e n  w e  c o m e  t o  t h e  A c t  o f  1 9 0 7  w e  f i n d  

t h a t  a  p r o v i s i o n  i s  m a d e  n o t  o n l y  f o r  p a y m e n t  o f  m o n e y ,  

w h i c h  i n c i d e n t a l l y  i s  n o  l o n g e r  c a l l e d  a  p e n a l t y ,  b u t  a l s o  i n  

the alternative f o r  d a m a g e s  a n d  injunction. T h e  same 
p r o v i s i o n  i s  m a d e  u n d e r  s e c t i o n  5 3  o f  t h e  I n d i a n  A c t  o f  1 9 1 1 .

A s  s e c t i o n .  5 3  m a k e s  u p  a  s e l f - c o n t a i n e d  c o d e ,  i t  w o u l d  b e  

a r g u a b l e  w h e t h e r  b y  e l e c t i n g  t o  c l a i m  p a y m e n t  o f  t h e  s u m  

o f  E s .  1 , 0 0 0 ,  a n d  n o t  t o  c l a i m  d a m a g e s  a n d  i n j u n c t i o n ,  

t h e  e q u i t a b l e  r e m e d y  b y  i n j u n c t i o n  w a s  b y  n e c e s s a r y  

i m p l i c a t i o n  e x c l u d e d .  S o m e  i m p o r t a n t  q u e s t i o n s  w i l l  a r i s e  

f o r  c o n s i d e r a t i o n  o n  t h i s  p o i n t ,  t h e  f i r s t  b e i n g  w h e t h e r  w h e n

[1903] 1 Ch. 101. [1902] 2 Ch. 182. :
(1905) 22 R. P . C. 356.
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c o m p l e t e  s t a t u t o r y  r e m e d i e s  a r e  p r o v i d e d  f o r  t h e  n e w

CAiioo s t a t u t o r v  r i s l i t s  c r e a t e d  b y  t l i e  s t a t u t e ,  t h e  C o u r t  l i a s  a n y
PeIHTERS  ̂ . . . - 1 7  T .

A ssociation  j u r i s d i c t i o n  e i t h e r  i n  l a w  o r  e q u i t y  t o  t r a v e l  b e y o n d  i t s  

t'. ‘ t e r m s ,  a n d  s e c o n d l y ,  w h e t h e r  a  s t a t u t o r y  r i g h t  t o  c l a i m  

ivAEusH iKiLi'i). o n l y  t h e  m o n e y  p r o v i d e d  f o r  i n  t h e  s e c t i o n  c o u l d  f u r t h e r  

J5. j .  b e  p r o t e c t e d  b y  a n  i n j u n c t i o n ,  i f  t h e  p l a i n t i f f s  e l e c t e d  t o

c l a i m  t h e  m o n e y .  I  h a v e  r e f e r r e d  t o  t h e s e  q u e s t i o n s ,  a s  

t h e  p o i n t  w a s  r a i s e d  b y  p l a i n t i f f s ’ c o u n s e l  i n  t h e  c o u r s e  o f  

h i s  a r g u m e n t ,  b u t  t h e  p o i n t  a t  t h i s  s t a g e  i s  r e a l l y  o n e  o f  

a c a d e m i c  i n t e r e s t  o n l y .  W h e t h e r  i n  t h e  e v e n t  o f  t h e  p l a i n t i f f s  

e l e c t i n g  t o  r e c e i v e  p a y m e n t  o f  t h e  s u m  o f  R s .  1 , 0 0 0  t h e y  

w i l l  a l s o  b e  e n t i t l e d  t o  a n  i n j u n c t i o n  b y  w a y  o f  f u r t h e r  

e q u i t a b l e  r e l i e f  is  a  q u e s t i o n  w h i c h  m u s t  b e  d e c i d e d  a f t e r  

t h e  e l e c t i o n  i s  m a d e .  T h e  o n l y  q u e s t i o n  b e f o r e  m e  n o w  

i s  w h e t h e r  t h e  p l a i n t i f f s  a r e  b o u n d  t o  e l e c t  b e t w e e n  a n  

a c c o u n t  o f  t h e  p r o f i t s  o r  d a m a g e s  a n d  p a y m e n t  o f  t h e  s u m  

o f  R s .  1 ,0 0 0 .  T h e y  c l a i m  t h e  i n j u n c t i o n  i n  p a r a g r a p h  ( a )  

o f  t h e  p l a i n t  i n  e a c h  o f  t h e  t w o  s u i t s .  I ,  t h e r e f o r e ,  d o  n o t  

t h i n k  i t  n e c e s s a r y  t o  e x p r e s s  a n y  p a r t i c u l a r  o p i n i o n  a t  t h i s  

s t a g e  o n  t h e  p o i n t  r a i s e d  b y  c o u n s e l .

T h e  p l a i n t i f f s  c a n n o t  h a v e  a n  a c c o u n t  o f  t h e  p r o f i t s  a s  a n  

a l t e r n a t i v e  t o  a  c l a i m  f o r  d a m a g e s  o r  t o  a  c l a i m  f o r  p a y m e n t  

o f  R s .  1 ,0 0 0 .  I t  i s  n o t  s o  p r o v i d e d  b y  t h e  s t a t u t e .  I f  t h e  

p l a i n t i f f s  r e s t r i c t  t h e i r  c l a i m  t o  d a m a g e s  a n d  a n  i n j u n c t i o n ,  

i t  m a y  b e  c o n t e n d e d  t h a t  a  l i a b i l i t y  t o  a c c o u n t  f o r  p r o f i t s  

o f  t h e  g o o d s  a c t u a l l y  s o l d  i s  i n c i d e n t a l  t o  a n  i n j u n c t i o n .  

I t  m a y  a l s o  b e  c o n t e n d e d  t h a t  a n  a c c o u n t  o f  t h e  p r o f i t s  

i s  t h e  c o n - e c t  n i e a s u i e  o f  t h e  d a m a g e s  d u e  t o  t h e  p l a i n t i f f s ,  

t h o u g h  t h e r e  a r e  c a s e s  i n  w h i c h  i t  h a s  a l s o  b e e n  h e l d  t h a t  t h e  

c o n ’e c t  m e a s u r e  ' o f  d a m a g e s  is  t h e  i n j u r y  t o  t h e  p l a i n t i f f s  

a n d  n o t  t h e  p r o f i t s  m a d e  b y  t h e  d e f e n d a n t s .  W h e t h e r  t h e  

p l a i n t i f f s  c a n  c l a i m  a n  a c c o u n t  o f  t h e  p r o f i t s  a s  i n c i d e n t a l  

t o  a n  i n j u n c t i o n  i s  a  q u e s t i o n  w h i c h  w i l l  a l s o  h a v e  t o  b e  

c o n s i d e r e d  a t  t h e  h e a r i n g .  A l l  t h a t  I  c a n  n o w  s a y  i s  t h a t
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t l i e  p l a i n t i f f s  a x e  n o t  e n t i t l e d  t o  a n  a c c o u n t  o f  t l i e  p r o f i t s

as an alternative to theix claim for damages or for payment Calico

■of Rs. 1,000. Moreover, tke plaintiffs have not asked fox assoctation

an account of tlie profits as an ancillary relief to the injunc-
tion claimed. Plaintiffs have, however, claimed delivery kabS hikiLtb,
up of the offending goods or articles, but whether they axe _g J

■ e n title d  t o  i t  a s  a n  a n c i l l a r y  r e l i e f  i s  a n o t h e r  q u e s t i o n  t o  b e

gone into at the hearing. At present the plaintiffs are bound
to elect under the sectioji between their claim for damages
along with the injunction and the payment of the sum of
P vs. 1 , 0 0 0  w h i c h  i s  t h e  m a x i m u m  a m o u n t  r e c o v e r a b l e .

T h e  l a s t  q u e s t i o n  i s ,  w h e n  m u s t  t h e  p l a i n t i f f s  m a k e  t h e i r  

e l e c t i o n   ̂ C o u n s e l  f o r  t h e  p l a i n t i f f s  a r g u e d  t h a t  t h e  d e f e n ­

d a n t s  w o u l d  n o t  i n - a n y  w a y  b e  p r e j u d i c e d  b y  r e a s o n  o f  t h e  

p l a i n t i f f s  n o t  e l e c t i n g  a t  t h i s  s t a g e ,  a n d  t h a t ,  t h e r e f o r e ,  t h e r e  

w a s  n o  q u e s t i o n  o f  t h e i r  b e i n g  e m b a r r a s s e d  i n  p u t t i n g  i n  t h e i r  

d e f e n c e .  I t  w a s  h e l d  i n  Titus A s tk  Ld. y .  .Mansfield, 
w h i c h  I  h a v e  r e f e r r e d ,  t o  b e f o r e ,  t h a t  t h e  p l a i n t i f f s  c o u l d  n o t  

a d m i n i s t e r  i n t e r r o g a t o r i e s  i f  t h e y  e l e c t e d  t o  c l a i m  t h e  

p e n a l t y  u n d e r  t h e  o l d  A c t  o f  1 8 8 3 .  B u t  i t  w a s  a r g u e d  t h a t  

t h e  c l a i m  f o r  B s .  1 , 0 0 0  u n d e r  s e c t i o n  5 3  w a s  n o t  a  c l a i m  f o r  

p e n a l t y ,  a n d ,  t h e r e f o r e ,  t h e  d e f e n d a n t s  w o u l d  n o t  b e  a b l e  t o  

■ e sca p e  d i s c o v e r y  i n  a n y  e v e n t .  O n  t h e  o t h e r  h a n d , t h e  

■ d e f e n d a n t s ’ c o u n s e l  a r g u e d  t h a t  t h e  p l a i n t i f f s  w o u l d  n o t  b e  

p r e j u d i c e d  e i t h e r ,  i f  t h e y  w e r e  p u t  t o  t h e i r  e l e c t i o n  w i t j b i n  

a  r e a s o n a b l e  t i m e ,  b u t  b e f o r e  t h e  f i n a l  h e a r i n g  o f  t h e  s u i t .

I think there is force in the defendants’ contention that, if 
the plaintiffs elect to claim only the Ks. 1,000, they may 
not even enter upon their defence. They have already 
.'submitted to an injunction pending the hearing of the suit.
A n d  t h e  d e f e n d a n t s ’ c o u n s e l  a d m i t t e d  t h a t  t h e  d e f e n d a n t s  

h a d  c o m m i t t e d  a n  i n f r i n g e m e n t  i n  t e r m s  o f  s e c t i o n  5 3  ( i )  ( « ) j  

v i z . ,  b y  d o i n g  s o m e t h i n g  w i t h  a  v i e w  t o  e n a b l e  t h e  p l a i n t i ; & ’ j 

(1905) 22 R. p . C. 356.
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design to foe applied to goods -witiiout tlieir license or m itte ii
Calico consBiit. H e added tiia t tlie infririgemeiit was confined 

P e in te e s  . , -  .
Assooiatiok only to tlie ^'ocds meritioEed bv the cleienaants in then:

v^' resxiective affidavits in lep ly  on the notices o f motion, and 
CabusmiLtd. "̂ hat lie made tlie admission only for t h e  purposes o f th ese  
B j~Wadm J siiits. There is a clear authority 'both in Saunders v..

W i(^^  and Titus A sth  L i.  y. McmsjieU^^ that a proper 
application ca.E be made m chambers to the chamber Jiidge- 
to put the “ploiiitiffs to their election, and. long before the 
hearin,g o f the suit in both these tYfo cases the stateDient 
of claim was ordered to be amended. These two cases- 
are quoted as ^ood. law iu lialsbiiry. Vol. X X V Il,, 
paragraph 1320, at p. 742, in his first edition of 1913, which 
was long after the English Act of 1907.

I, t h e r e f o r e ,  o r d e r  t h e  p l a i n t i f f s  t o  m a k e  t h e  e l e c t i o n  
w h i c h  I h a v e  m e n t i o n e d  b e f o r e  w i t h i n  a  m o n t h  f r o m  t o  d a y .  

T h e  p l a i n t i f f s  w i l l  m a k e  t h e  n e c e s s a r y  a m e n d m e n t s  i n  t h e  

p l a i n t  i n  e a c h  s u i t  a t  t h e i r  o w n  c o s t .  D e f e n d a n t s  t o  p u t  i n  

t h e i r  r e s p e c t i v e  w r i t t e n  s t a t e m e n t s  w i t h i n  a  f o r t n i g h t  a f t e r  

t h e  p l a i n t i f f s  h a v e  m a d e  t h e  e l e c t i o n  a n d  a m e n d e d  t h e  p l a i n t ,  

a n d  i n t i m a t e d  t h e  s a m e  t o  t h e  d e f e n d a n t s .

I  h a v e  h e a r d  c o u n s e l  o n  t h e  q u e s t i o n  o f  t h e  c o s t s  o f  t h e  

t w o  s u m m o n s e s .  M y  a t t e n t i o n ,  w a s  d r a w n  t o  t w o  l e t t e r s  

d a t e d  A u g u s t  1 9  a n d  2 3 ,  1 9 3 5 ,  w r i t t e n  b y  t h e  d e f e n d a n t s ,  

i n  t h e  t w o  s u i t s  r e s p e c t i v e l y  t o  t h e  p l a i n t i f f s ’ a t t o r n e y s  

c a l l i n g  u p o n  t h e  p l a i n t i f f s  t o  e l e c t .  T h e  p l a i n t i f f s  s e n t  n o  

r e p l y ,  a n d  t h e r e a f t e r  t h e  d e f e n d a n t s  t o o k  o u t  t h e s e  c h a m b e r  

s u m m o n s e s .  T h e  p l a i n t i f f s  r e s i s t e d  t h e  s u m m o n s  i n  e a c h  

s u i t  o n  t h e  g r o u n d ,  f i r s t ,  a s  s t a t e d  i n  t h e i r  a f f i d a v i t s  i n  r e p l y ,  

t h a t  t h e  d e f e n d a n t s  c o u l d  n o t  d i c t a t e  t o  t h e  p l a i n t i f f s ,  

t h a t  is  t o  s a y ,  c o u l d  n o t  a s k  t h e  p l a i n t i f f s  t o  m a k e  a n  e l e c t i o n ,  

a n d  s e c o n d l y ,  o n  t h e  g r o u n d  t a k e n  a t  t h e  h e a r i n g ,  t h a t  i n  
a n y  e v e n t  t h e y  w e r e  n o t  b o u n d  t o  m a k e  t h e  e l e c t i o n  a t  t h i s  

s t a g e ,  b u t  o n l y  a t  t h e  t i m e  o f  t h e  h e a r i n g .  I n  m y  o p i n i o n

(1892) 9 R. p . C. 459, a t p, 460. <2> (1905) 22 R. P. 0. 35G.
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they were wrong in both these contentions. The election 
is to be made under the statute, and what the defendants , Calico 
asked was that the plaintiffs should not be allowed to post- assocuhok 
poDe the election till the final hearing. I see no reason to 
depart from the ordinary rule that costs follow the event, lt©
and I order the plaintiffs to pay the costs of the defendants 
of the summons in each suit separately. Costs to be 
taxed.

Counsel certified.
Attorneys for plaintiffs, Messrs. Little d  Co.

Attorneys for defendants, Messrs. BhaisJianhar, Kanga 
& G o ,

O r d e r  a c c o r d i n g l y ^
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B. J. Wadia J,

B . K . D.

APPELLATE CIVIL.

Before the Honourable Mr. 8. S. BmigneJcar, Acting Chief Justice, and 
'Mr.  Justice Tyahji.

PATEL SAMALBHAI LALLUBHAI (original Defendant N o . 1), Appellant W36 
w. JESA'NGBHAI RANCHHODDAS and othebs (okiginal Plaintiffs 

AND Defendant N o .  2), R espondesi'S.*

Bombay Local Boards Act {Bom. Act V I of 1923), section 35— Meeting of J^ocal Board, 
t@ elect President— T'ivo candidates—Even votes—Chairman’s casting vote—Voti7ig to be 
recorded in a gjjecial booh— Voting by ballot— Regulation No. 35— Validity.

Regulation 35 of tiie Regulations frasied by the Taluka Local Board, North 
Daskroi, under section Sii (1) of the Bombay Local Boards Act, 1923, providiag for 
voting bjf ballot in the case of election of the President and Tice-President is ultra, 
viretf, being clearly inconsistent with section 35 {2){h) of the Act since under the Act 
there could not be any voting by ballot.

On January 16,1935, a meeting was held for the election of the President of a Taluka 
Local Board. Twenty members were present and there were two rival candidates, 
feach of them getting a t the election an efual number of votes. The Chairman of the 
meethig decided to give his castuig vote to defendant No. 1, but before he announced 
fche result of the election, a member j>rotested against the open voting as being

*Second Appeal No. 261 of 1936,
MO-ii Bk Ja  10—1


